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DETAILED ACTION 
Specification 

The disclosure is objected to because of the following informalities: On page 4, 
lines 12-14, the language is grammatically incorrect. On page 6, line 21 , it appears the 
language, "customer pickup or filing" should be changed to -customer pickup or filling--. 
On page 7, line 8, the language, "within throughout" is confusing and it appears the 
terminology should be changed to -throughout-. 
Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1-6 and 8-20 are rejected under 35 U.S.C. 112, first paragraph, as failing 
to comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 

In claim 1, the combination of the following steps: (1) grouping said plurality of 
prescription orders together in a common carrier, (2) automatically and electronically 
bundling said plurality of prescription orders from the customer together so as to allow 
them to be identified with the customer, and (3) automatically detecting the prescription 
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orders at the at least one location by sensing the at least one identifying tag attached to 
the common carrier; are not supported by the original specification. 

In claim 5, the combination of the following elements: (1 ) means for grouping the 
plurality of prescription orders into a common carrier, (2) means for automatically and 
electronically bundling the plurality of prescription orders from a customer together so 
as to allow them to be identified with the customer, and (3) said first tag reader able to 
automatically detect the presence of said tag. 

Claim Rejections - 35 USC 103 

Claims 1-6 and 8-19 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Denenberg in view of Mccullough et al., Markman and Engellenner et al. 

Denenberg et al disclose a method for tracking prescription orders through a 
retail pharmacy having a plurality of spaced apart locations comprising the steps of 
receiving the prescription order at a first location (col. 9, lines 64 through col. 10, line 4); 
entering data into a computer system at a second location (16); tagging a carrier of the 
prescription order with a barcode (col. 6, lines 30-38); storing the filled prescription at 
one of a plurality of storage locations having a plurality of cubbies (14, 18, 20); 
automatically detecting the prescription order at one of the plurality of storage locations 
with a barcode reader (col. 8, lines 46-50); recording the location of the prescription 
order (col. 6, lines 39-47); displaying the location on a computer display that is viewable 
by pharmacy workers (col. 13, lines 27-47); automatically collecting timing 
information, storing the timing information, compiling workflow information based on the 
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timing information, and determining an estimated completion time (col. 16, lines 1-43); 
grouping a plurality of prescription orders together in a common carrier (i.e., See for 
example the bag Fig. 5B; and Col. 10, lines 54-67). 

Denenberg does not teach that prescription orders are tagged with a tag having 
the same identifier, wherein the identifier is unique to the customer nor does Denenberg 
teach the step of displaying status of prescription orders on a customer display. 
Mccullough et al teach a paging system, wherein a unique customer identifier is used to 
identify prescriptions (col. 6, lines 6-52). Mccullough et al further teach a customer 
display (108) that displays the unique customer code and notifies the customer of the 
order status (see col. 3, lines 31-38; and col. 6, line 53 through col. 7, line 25). It would 
have been obvious to one of ordinary skill in the art at the time the invention was made 
to employ the teachings of Mccullough et al with the invention of Denenberg to help a 
customer retrieve his prescription as quickly as possible. 

Denenberg does not teach the step of automatically and electronically bundling 
the orders from the customer together so as to allow them to be identified with the 
customer and tagging the common carrier. Markman teaches a method and 
apparatus for reforming grouped items that comprises the step of automatically and 
electronically bundling orders from a customer together to allow them to be identified 
with the customer (see, for example, col. 2, lines 52-67 and col. 6, line 65 through col. 7, 
line 8), and further tagging a common carrier (i.e., "label"; the common carrier 
would be the bundled together clothes hanger(s) common at dry cleaners; See 
col. 7, lines 9-21). It would have been obvious to one of ordinary skill in the art at the 
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time the invention was made to employ the teachings of Markman with the invention of 
Denenberg to automatically and electronically bundle a customer's orders and tag a 
common carrier to allow them to be identified with the customer for customer 
convenience. 

Denenberg et al does not teach automatically detecting the identifying tag. 
Engellenner discloses an electromagnetic tag and tag reader (see Fig. 1) for locating 
items. It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to employ the tag and tag reader of Engellenner in Denenberg et 
al, because the tag reader of Engellenner can interrogate a larger spatial region. 

Denenberg et al fail to teach a tag that is detachably secure to the prescription 
order (common carrier) or that is rigidly secured to the prescription order (common 
carrier). However, detachable and rigidly secure tags are both common in the art, and 
it would have been obvious to one of ordinary skill in the art at the time the invention 
was made to employ a rigidly secured tag with the invention of Denenberg et al to 
ensure that the tags aren't mistakenly lost. Alternatively, it would have been obvious to 
one of ordinary skill in the art at the time the invention was made to employ a 
detachable tag with the invention of Denenberg et al, so that the tags may be re-used. 

Denenberg et al. also fail to disclose a tag reader for each cubby. However, 
Denenberg et al disclose a tag reader (50) for the entire station, and an additional 
sensor (23) for each cubby that detects when a prescription is placed in the cubby or 
moved away. It would have been obvious to one of ordinary skill in the art at the time 
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the invention was made to employ a tag reader in each cubby, to reduce the workload 
of the worker and reduce error. 

Denenberg does not teach that the cubby tag readers are hand-held and 
manually operated. However, hand-held and manually operated tag readers are 
common in the art and it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to employ hand-held and manually operated tag 
readers so that employees can be sure that the tags have been properly read. 

Claim 20 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Denenberg et al., Mccullough et al, Markman, and Engellenner et al as applied to claim 
19 above, and further in view of Yehuda. Denenberg et al., Mccullough et al, Markman, 
and Engellenner et al teach all of the limitation of the claim except for a display of 
estimated completion. Yehuda discloses a display (16) that shows an estimated time 
until completion (see col. 4, lines 44-64). It would have been obvious to one of ordinary 
skill in the art at the time the invention was made to employ the teachings of Yehuda 
with the combination of Denenberg et al., Mccullough et al, Markman, and Engellenner 
et al. to help the customer quickly complete his transaction. 

Response to Arguments 

Applicant's arguments filed 10/1 1/2005 have been fully considered but they are 
not persuasive, especially in light of the new ground of rejection. The applicant states 
on page 1 of his "REMARKS" that Denenberg teaches away from automatic tracking of 
prescription orders. The Examiner reminds applicant that "automatic tracking" is not 
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specifically claimed. "Automatically detecting" is claimed and this limitation is well 
known in the art, as taught by Engellenner, and a modification of Denenberg to include 
an electromagnetic tag instead of a bar code type tag, would have been within in the 
level of ordinary skill. 

The applicant further argues that there is no teaching to group the plurality of 
prescription orders together in a common carrier and to electronically bundle a plurality 
of prescription orders from the same customer together using the common carrier. 
Again, the applicant has argued limitations that are not specifically claimed. Nowhere 
does applicant specifically claim electronically bundling using the common carrier. The 
applicant has further stated that the pending claims include limitations that the 
prescription orders are "electronically associated with each other". However, this is not 
specifically claimed either. The applicant further mentions that his invention " tracks the 
common carrier through the pharmacy". However, the claims only specifically state 
automatically detecting the prescription orders at the at least one location (which may 
include a single location) by sensing the tag attached to the common carrier. It is 
believed that the rejection above using Markman is proper in view of the claim language 
as presently written. 

The applicant further argues (numeral "3" on page 7) that the Examiner has not 
cited any reference to teach certain limitations. However, the applicant has not properly 
requested that the Examiner provide additional references for specific claim limitations 
and the Examiner maintains that certain limitations would have been obvious to one of 
ordinary skill. Thus, the rejections have been maintained. 
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The applicant further mentions that McCullough et al. do not teach use within a 
pharmacy. However, in Column 6, McCullough does disclose such use. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to F. Ryan Zeender whose telephone number is (571 ) 272- 
6790. The examiner can normally be reached on Monday-Friday, 8am-5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Alexander Kalinowski can be reached on (571 ) 272-6771 . The fax phone 
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number for the organization where this application or proceeding is assigned is (571) 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

F. Zeender 

Primary Examiner, A.U. 3627 ^^<^> U »/* 



December 24, 2005 
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